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This is a decision on the appeal under 35 U.S.C. § 134
fromthe examner’s rejection of clains 73, 74, 76-79 and 81-
97, which constitute all the clainms remaining in the
appl i cation. The di scl osed invention pertains to
a met hod and apparatus for detecting at |east an inclination
of an optically multilayered object with respect to a
predet ermi ned reference pl ane.

Representative claim 73 is reproduced as foll ows:

73. A nethod for detecting at |east an inclination of an
optically nmultilayered object with respect to a predeterm ned
pl ane, conprising the steps of:

irradiating light on the optically multil ayered
object with an incident angle of not |ess than about 82
degr ees;

detecting at least light reflected fromthe
optically multilayered object; and

obtaining information of the inclination of the

optically nmultilayered object with respect to the
predeterm ned plane fromthe detected |ight;

wherein the irradiated light is a linearly polarized
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[ight.
The exam ner relies on the follow ng references:
Eri ckson 3, 601, 490 Aug. 24, 1971
Uehara et al. (Uehara) 4,558, 949 Dec. 17, 1985
Mur akam et al. (Murakam) 4,704, 020 Nov. 03, 1987
Akamat su et al. (Akamatsu) 5,162, 642 Nov. 10, 1992
(effectively filed Nov. 18,
1986)

Clainms 73, 74, 76-79 and 81-97 stand rejected under
35 U.S.C. 8 103. As evidence of obviousness the exam ner
of fers Uehara or Murakam in view of Akamatsu with respect to
clainms 73, 74, 77-79, 81, 84-91 and 95-97, and the exam ner
adds Erickson with respect to clains 76, 82, 83 and 92-94.

Rat her than repeat the argunents of appellants or the
exam ner, we make reference to the briefs and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on

appeal, the rejections advanced by the exam ner and the

evi dence of obviousness relied upon by the exam ner as support
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for the rejections. W have, |ikew se, reviewed and taken
into consideration, in reaching our decision, the appellants’
argunents set forth in the briefs along with the exam ner’s
rationale in support of the rejections and argunents in

rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the evidence relied upon and the | evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth in clains 73, 74, 76-79 and 81-97 . Accordingly, we
reverse

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USP@@d 1596, 1598 (Fed. Cir. 1988). In
so doing, the examner is expected to make the factual

deternm nations set forth in Gahamv. John Deere Co., 383 U. S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
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led to nodify the prior art or to conbine prior art references
to arrive at the clained invention. Such reason nust stem
from sonme teaching, suggestion or inplication in the prior art
as a whol e or know edge generally available to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-W]|ey

Corp., 837 F.2d 1044, 1051, 5 USPQ2d 1434, 1438 (Fed. Cir.),

cert. denied, 488 U S. 825 (1988); Ashland G1l, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657

664 (Fed. Gir. 1985), cert. denied, 475 U.S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. G r. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQR2d 1443, 1444 (Fed. G
1992). If that burden is net, the burden then shifts to the

applicant to overcone the prim facie case with argunent

and/ or evidence. Obviousness is then determ ned on the basis
of the evidence as a whole and the rel ative persuasi veness of

the argunents. See 1d.; In re Hedges, 783 F.2d 1038, 1039,

228 USPQ 685, 686 (Fed. Cir. 1986); In re Piasecki, 745 F.2d

1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); and ln re
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Ri nehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).
Only those argunents actually nmade by appel |l ants have been
considered in this decision. Argunents which appellants could
have made but chose not to nmake in the brief have not been
consi dered [see 37 CFR § 1.192(a)].

Wth respect to each of the independent clains, the
exam ner cites Uehara and Murakam as each disclosing a nethod
and apparatus for detecting the inclination of a wafer with
respect to a reference pl ane. The exam ner observes that
Uehara and Murakam fail to teach the incident angl e being not
| ess than 82 degrees (clains 73, 78 and 84) or not |ess than
85 degrees (claim82)[ answer, page 3]. The exam ner cites
Akamat su as teaching a device for detecting the position of a
wafer in which the incident angle of light is greater than 80
degrees. The exam ner asserts that it would have been obvi ous
to irradiate the objects of Uehara or Murakam at an incidence
angl e of not less than 82 degrees or not |ess than 85 degrees
based on the teachings of Akamatsu [id., pages 3-4].

Appel I ants nmake several argunents that we will
consider in turn. Appellants’ first argunent is that neither

Uehara nor Murakam teaches an incident angle of not |ess than
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85 degrees or not |less than 82 degrees [brief, page 7]. This
argunent al one woul d not be persuasive because the exam ner
has acknow edged this deficiency in the references and has
cited Akamatsu to overcone this deficiency. W agree with the
exam ner that Akamatsu' s teaching of greater than 80 degrees
woul d suggest the clained angles of not |less than 82 degrees
or not | ess than 85 degrees.

Appel  ants’ second argunent is that neither Uehara nor
Mur akam teaches the use of polarized light as recited in the
claims. The exam ner notes in the answer that Akamatsu
teaches the use of polarized light and is relied on to supply

this

teachi ng [answer, pages 5-6]. W agree that polarized Iight
is broadly suggested by Akanat su.

Appel lants’ third argument with respect to the
i ndependent clains is that Akamatsu is related to hei ght
detection rather than inclination detection and the device of
Akamat su elimnates inclination errors as a problem
Appel l ants argue that there is no notivation to conbine the

hei ght detection ideas of Akamatsu with the inclination
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detection systens of Uehara and Murakam [brief, pages 10-12].
The exam ner responds that since appellants’ specification
notes that appellants’ invention detects both inclination and
hei ght of an object, the specification is evidence that these
two neasured properties are related and in the same field of
i nvention [answer, pages 6-7]. Appellants respond that the
exam ner is inproperly using appellants’ own specification as
prior art against them|[reply brief].

We agree with appellants on this point. The only
suggestion to conbi ne hei ght neasuring systens with
i nclination angl e neasuring systens cones from appel |l ants’
di scl osure. Neither Uehara nor Mirakam indicates that the
hei ght of the object is of any concern to them Likew se, the
hei ght neasuring system of Akamatsu specifically notes that
any inclination angle errors are precluded by its system thus
maki ng inclination angle neasurenents irrelevant in Akamat su.
Therefore, we agree with appellants that the only basis for
appl ying the Akamatsu hei ght neasuring angle teachings with
t he inclination measurenent
systens of Uehara or Murakam 1is based on an inproper attenpt

to reconstruct appellants’ invention in hindsight.
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Since we agree with appellants that there is no
notivation to conbine the teachings of Akamatsu with either
Uehara or Murakam , the exam ner’s proposed conbi nation of
prior art does not support the examner’s rejection of the
clains under 35 U.S.C. § 103.

Al t hough sone of the clains are rejected based on the
addi ti onal teachings of Erickson, we note that Erickson does
not overcone the deficiencies in the basic conbination of
Uehara and Akamatsu or Miurakam and Akanmatsu. Therefore, the

applied prior

art fails to support the rejection of any of the clains under
35 U.S.C. 8 103. Accordingly, the decision of the exam ner
rejecting clains 73, 74, 76-79 and 81-97 is reversed.
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REVERSED

James D. Thomas
Adm ni strative Patent Judge

BOARD OF PATENT
Kenneth W Hairston )

Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES

Jerry Smth
Adm ni strative Patent Judge

JS/ dm
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Antonel li Terry Stout and Kraus
Suite 1800

1300 North Seventeenth Street
Arlinton VA 22209
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